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Office Action Summary 



Application No. 

09/883.406 



Examiner 

Sanza L McClendon 



Applicant(5) 

OKAZAKI ET AL. 



Art Unit 

1711 



The MAILING DATE of this com munication appears on the cover sheet with the correspondence address - 

Period for Reply . 

A SHORTENED STATUTORY PERIOD FOR REPLY 18 SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

ExtenslonsTtim^ may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

FaS^repIv «rtthin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 US a § 1 33). 
: AnJ reply ?Sd by Z Office later than three months after the mailing date of this communication, even .f timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication{s) filed on 10/31/2002 . 
2a)\J This action is FINAL. 2b)IEl This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal niatters ProsecuHon as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) K Claim(s) 1-7 10-15 and 20-26 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5M Claim(s) 1-7. 10-15. 21. 23. and 25-26 is/are allowed. 
6)IE1 Claim(s) 20.22 and 24 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 DD The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) IEI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 

a)IElAli b)n Some*c)D None of: 

1 .13 Certified copies of the priority documents have been received. 

2.n Certified copies oT the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) \J Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s) . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 10 




Application/Control Number: 09/883.406 
Art Unit: 1711 



Page 2 



DETAILED ACTION 



Response to Amendment 



1. In response to the Amendment received on October 31, 2002, the examiner 
has carefully considered the amendments. The examiner acknowledges the 
addition of claim 26. 



2. Applicant's arguments filed October 31. 2002 have been fully considered 
and found persuasive. The rejection of claims 1-5 and 20 under 35 USC 102(b) 
as being anticipated by Green et al (4,416,975) has been withdrawn. The 
rejection of claims 1-7 and 20 under 35 USC 102(b) as being anticipated by 
Okazaki et al (WO 98/58912) has been withdrawn. 



3. Claims 1-7, 10-15, 20, 22, 24. and 26 are directed to an allowable 
product. Pursuant to the procedures set forth in the Official Gazette notice 
dated March 26, 1996 (1184 O.G. 86), claims 21, 23, and 25, directed to the 
process of making or using the patentable product, previously withdrawn from 
consideration as a result of a restriction ' requi rement . are now subject to 
being rejoined. Claims 21, 23. and 25 are hereby rejoined and fully examined 
for patentability under 37 CFR 1.104. 

Since all claims previously withdrawn from consideration under 37 CFR 
1.142 have been rejoined, the restriction requirement made in Paper No. 6 is 
hereby withdrawn. 



4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the 
applicant regards as his invention. 



Response to Arguments 



Elect ion/ Res trict ions 



Claim Rejections - 35 USC § 112 



• 0 
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5. Claims 20, 22, and 24 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

6. Regarding claims 20, 22, and 24, the phrase "capable" renders the claim 
indefinite because it is unclear whether the limi tation(s) following the 
phrase are or are not crossli nkable by irradiation with ultraviolet 
radiation. See MPEP § 2173.05(d). 

Allowable Subject Matter 

7. Claims 20, 22, and 24 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office 
action and to include all of the limitations of the base claim and any 
intervening claims. 

8. The following is a statement of reasons for the indication of allowable 
subject matter: the prior art fails to teach a crosslinkable composition, 
and aqueous crosslinkable resin, or an aqueous paint for wood comprising a 
composition defined by claim 1 that is crosslinked via irradiation with an 
active energy beam and/or ultraviolet radiation. 

9. Claims 1-7, 10-15, and 21, 24, and 25-26 are allowed. 

10. The following is an examiner's statement of reasons for allowance: The 
prior art fails to teach a crosslinkable composition comprising a polymer 
that contains a maleimido groups and an ethyleni cally unsaturated groups, 
wherein said polymer has an average molecular weight of 1,000 or more. The 
prior art teach compounds that comprise both maleimido and ethyleni cally 
unsaturated groups, however these compounds are usually monomers that have 
very small average number molecular weight. 

Any comments considered necessary by applicant must be submitted no 
later than the payment of the issue fee and, to avoid processing delays, 
should preferably accompany the issue fee. Such submissions should be 
clearly labeled "Comments on Statement of Reasons for Allowance." 

Conclusion 

11. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Sanza L McClendon whose telephone 
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number is (703) 305-0505. The examiner can normally be reached on Monday 
through Friday 8:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James Seidleck can be reached on (703) 308-2462. The 
fax phone numbers for the organization where this application or proceeding 
is assigned are (703) 872-9310 for regular communications and (703) 872-9311 
for After Final communications. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is (703) 308-0657. 



Sanza L McClendon 

Exami ner 

Art Unit 1711 



SMc 

January 13, 2003 




j^^^^j, Seidleck 
S: ^ ^ y Patent Examiner 
V. oR^ov Center 1700 



